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I. REAL PARTY IN INTEREST (37 C.F.R. § 41.37(c)(l)(i)) 

The real parties in interest in this appeal are the inventor named in the 
caption of this brief (R. Dennis Nesbitt) and the assignee, Callaway Golf 
Company. 

n. RELATED APPEALS AND INTERFERENCES (37 C.F.R. § 
41.37(c)(l)fii))) 

Currently, it is believed that there are no other appeals or interferences 
in process or pending before the U.S. Patent and Trademark Office from which 
ihe present application bases its priority, or any case which bases its priority 
upon the present application, that will directly affect or be affected by or have a 
bearing on the Board's decision in this Appeal, 
m. STATUS OF CLAIMS (37 C.F.R. § 41 .37(c) (l)(viii)) 

The status of claims set forth after the Final Office Action mailed March 
10, 2004 and the Advisory Actions mailed May 21 and June 29, 2004 was, and 
is, as follows: 

Allowed claims: none 

Rejected claims: 1 to 9, 11 to 17, 19 and 20 
Canceled claims: 10 and 1$ 
The present appeal is directed to claims 1 to 9, 11 to 17, 19 and 20. 
IV, STATUS OF AMENDMENTS (37 C.F.R. § 41.37(c) (l)(iv)) 

In the Final Office Action of March 10, 2004, claims 1 to 3, 5 to 9, 1 1 
to 16, 19 and 20 were rejected under 35 U.S.C. § 103(a) as obvious over 
Melvin et al. (US 5,779,562) in view of Yamagishi et al. (US 5,688,595), and 4 
and 17 were rejected under 35 U.S.C. § 103(a) as obvious over Melvin et al. 
(US 5,779,562) in view of Yamagishi et al. (US 5,688,595) and further in view 
of FarraUy et al. (Science and Golf III). Claims 11 and 19 were rejected under 
35 U.S.C. § 112, second paragraph, as being indefinite for tailing to 
particularly point out and distinctly claim the subject matter because claim 1 1 
was dependent upon a canceled claim. 
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An Amendment was filed May 7, 2004 amending claim 1 1 to overcome 
the rejection under 35 U.S. C. § U2, second paragraph, as well as with 
arguments directed to the rejections under 35 U.S.C. § 103(a). The Advisory 
Action of May 21, 2004 stated that the Amendment would be entered for 
purposes of an Appeal. A second Amendment was filed on May 28, 2004, with 
the same amendment to claim 11 and arguments directed to the rejections under 
35 U.S.C. § 103(a). The Advisory Action of June 29, 2004 again stated that the 
Amendment would be entered for purposes of an Appeal. A third Amendment 
was filed on July 13, 2004, with the same amendment to claim 1 1 and 
arguments directed to the rejections under 35 U.S.C. § 103(a). No Advisory 
Action was received. A Notice of Appeal was then filed on September 10, 
2004, the six-month deadline. 
V. SUMMARY OF CLAIMED SUBJECT MATTER (37 C.F.R, § 
41.37(c)(l)(v» 

The present invention is directed to a golf ball comprising a multi-layer 
core comprising a center component and a core layer disposed about said center 
component, wherein said center component of said multi-layer core is softer 
relative to said core layer; wherein said center component comprises a thermoset 
material and said core layer comprises a thermoset material; and, a cover layer 
disposed about said multi-layer core; wherein said cover layer includes one of 
(i) a multi-layer cover comprising an inner cover layer having a Shore D 
hardness of 65 or greater and an outer cover layer having a Shore D hardness of 
65 or less, said inner cover layer being harder than said outer cover layer, (ii) a 
multi-layer cover comprising an inner cover layer having a Shore D hardness of 
65 or less and an outer cover layer of 65 or greater, wherein said inner cover 
layer is softer than said outer cover layer, (iii) a single non-ionomeric outer 
cover layer having a Shore D hardness of from about 40 to 80, and (iv) a single 
ionomeric outer cover layer having a Shore D hardness of at least 56 (claim 1). 

The present invention is also directed to a golf ball comprising a multi- 
layer core comprising a center component and a core Layer disposed about said 
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center component; wherein said center component comprises a polybutadiene 
thermoset material and said core layer comprises a polybutadiene thermoset 
material, wherein said center component of said multi-layer core is softer 
relative to said core layer; and, a cover layer disposed about said multi-layer 
core; wherein said cover layer includes one of (i) a multi-layer cover comprising 
an inner cover layer having a Shore D hardness of 65 or greater and an outer 
cover layer having a Shore D hardness of 65 or less, said inner cover layer 
being harder than said outer cover layer, (ii) a multi-layer cover comprising an 
inner cover layer having a Shore D hardness of 65 or less and an outer cover 
layer of 65 or greater, wherein said inner cover layer is softer than said outer 
cover layer, and (iii) a single non-ionomeric outer cover layer having a Shore D 
hardness of from about 40 to 80, and (iv) a single ionomeric outer cover layer 
having a Shore D hardness of at least 56 (claim 14). 

The present invention is also directed to a golf ball comprising a multi- 
layer core comprising a center component and a core layer disposed about said 
center component, wherein said core layer has a Shore D hardness of at least 
60; wherein said center component comprises a polybutadiene/ZDA thermoset 
material and said core layer comprises a polybutadiene/ZDA thermoset material; 
and, a multi-layer, ionomeric cover layer disposed about said dual core; wherein 
said cover layer includes one of (i) a multi-layer cover comprising an inner 
cover layer having a Shore D hardness of 65 or greater and an outer cover layer 
having a Shore D hardness of 65 or less, said inner cover layer being harder 
than said outer cover layer, and (ii) a multi-layer cover comprising an inner 
cover layer having a Shore D hardness of 65 or less and an outer cover layer of 
65 or greater, wherein said inner cover layer is softer than said outer cover 
layer (claim 20). 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL (37 C.F.R. 
§ 41.37(c)(lKti)) 

Whether claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 are obvious under 35 
U.S.C. § 103(a) over Melvin et al. (US 5,779,562) in view of Yamagishi et al, 
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(US 5,688,595); and whether claims 4 and 17 arc obvious under 35 U.S.C. § 
103(a) over Melvin et al. (US 5,779,562) in view of Yamagishi et ah (US 
5,688,595) and further in view of Farrally et al. (Science and Golf III). 

The rejection of claims 11 and 19 under 35 U.S.C. § 112, second 
paragraph will not be addressed because the Amendment to claim 11 would 
overcome this rejection. 
VII. ARGUMENTS (37 CF.R. 8 41. 37(c) (l)(vii)) 

1. The Examiner's rejection of claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 
as obvious under 35 U.S.C. § 103(a) over Melvin et al. (5,779,562) in view 
of Yamagishi et al, (5,688,595) is erroneous and must be reversed. 

The Examiner has rejected claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 as 

being unpatentable under 35 U.S.C. § 103(a) over Melvin et al. (5,779,562). 

Appellant respectfully submits that the rejection is over Melvin et al. in view of 

Yamagishi et al. (5,688,595), although the Final rejection omits Yamagishi et 

al. The basis for the Examiner's rejection is as follows: 

Claims 1-3, 5-9, 11-16, 19, and 20 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Melvin et al. (USPN 
5779562). 

Melvin et al. discloses a multi-core, multi-cover golf ball 
having a core comprised of a center core layer and an outer core 
layer and a cover comprised of an inner and outer cover layer 
(See Abstract). The center core layer and the outer core layer is 
made of polybutadiene any may also contain other types of 
materials such as a thermoset rubber or a thennoset elastomer 
material (See Column 5, lines 11 through 51). The polybutadiene 
comprises 2inc diacrylate as the crosshnJcing agent (See Column 
6, lines 1 through 11). The center core layer has a diameter of 
about 10 to 35 mm, or 0.394 to 1.378 inches, and the outer core 
layer has a diameter of 30 to 40 mm, 1.181 to 1.575 inches (See 
Column 9, lines 20 through 28). The disclosure implicitly shows 
the outer core layer has a thickness of 2.5 to 10 mm, or 0.098 to 
0.394 inches. The outer core also has a Shore C hardness of less 
than 80, or less than about 53 Shore D. The inner and outer 
cover layers both comprise ionomer resin (Column 12, lines 41 
through 47; and paragraph bridging Column 14 and 15). The 
inner cover layer is harder than the outer cover layer wherein the 
inner cover layer has a Shore D hardness of 60 or more and the 
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outer cover layer has a Shore D of 55 or less (See Column 12, 
lines 30 through 40; and paragraph bridging Column 14 and 15). 
Melvin et al. does not disclose having a center component softer 
than the core layer. Yamagishi et al. discloses a four piece golf 
ball having a dual core wherein the inner sphere is softer than the 
surrounding layer, wherein the surrounding layer has a Shore D 
hardness of 45 to 80 (See paragraph bridging Column 2 and 3 and 
Column 4, lines 21 through 32). The core construction allows 
for improved restitution and soft hitting feel. One of ordinary 
skill in the an would have found it obvious to have the inner 
sphere softer than the surrounding layer, as taught by Yamagishi 
et al. , in order to improved restitution and hitting feel. 

(See Office Action of March 10, 2004 pp. 2-3.) 

A. The Examiner's Cited References 

U.S. Patent No. 5,779,562 to Melvin et al. discloses a multi- 
core, multi-layer cover golf ball wherein the specific gravity of the inner 
core and the core layer are different by at least 0. 1 . Melvin et al. 
discloses that the moment of inertia of the ball can be controlled by 
changing the specific gravities of the inner core and core layer, 
depending on the desired moment of inertia. Melvin et al. does not 
disclose the hardness of the inner core, but Melvin et al. discloses that 
the outer cover layer is less than 55 Shore D and is also less than the 
inner core, and that the outer core has a Shore C of less than 80. 

U.S. Patent No. 5,688,595 to Yamagishi et al. discloses a golf 
ball having a soft inner core, a hard core layer, and a soft cover wherein 
the inner cover layer is softer than the outer cover layer. The layers of 
Yamagishi's ball have specific properties to provide a specific feel and 
result. 

B. The Subject Matter of Claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 is 
Patentably Distinguishable Over the Cited Art 

Claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 are not obvious over 
Melvin et al. in view of Yamagishi et al. 

Appellant respectfully disagrees with the Examiner and submits 
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that the Examiner has not made out a prima facie case of obviousness. 
Melvin et aL discloses a multi-core, multi-layer cover golf ball wherein 
the specific gravity of the inner core and the core layer are different by 
at least 0. 1 . Melvin et al. discloses that the moment of inertia of the ball 
can be controlled by changing the specific gravities of the inner core and 
core layer, depending on the desired moment of inertia. Melvin et al. 
does not disclose the hardness of the inner core, but Melvin et al. 
discloses that the outer cover layer is less than 55 Shore D and is also 
less than the inner core, and that the outer core has a Shore C of less 
than 80. Therefore, the inner core can be either softer or harder than the 
core layer, as long as the specific requirements are met. 

The Examiner stated that Yamagishi et al. "was not used to teach 
cover hardness, only the core relationship. n Yamagishi discloses a golf 
ball having a soft inner core, a hard core layer, and a soft cover wherein 
the inner cover layer is softer than the outer cover layer. The layers of 
Yamagishi's ball have specific properties to provide a specific feel and 
result. The cover layers of Yamagishi et al. are different from that of 
Melvin et al. because Melvin et al. has a hard inner cover layer and a 
soft outer cover layer, while Yamagishi et al. has a soft inner cover layer 
and a harder outer cover layer that is still fairly soft. Appellant 
respectfully submits that even if Yamagishi et al. is combined with 
Melvin et al. in the rejection, there is no motivation, suggestion or 
teaching to substitute the core of Yamagishi et al. for the core of Melvin 
et al. because Melvin et al. discloses that the core has specific properties 
designed to control the moment of inertia, and Yamagishi et al. has a 
harder outer core layer because of the softer cover. At most, there 
might be a motivation to try the core of Yamagishi et al. in the golf ball 
of Melvin et al. , but motivation to try is clearly not the standard. 
Appellant respectfully submits that the Examiner is picking and choosing 
elements to reconstruct Appellant's invention, and this is not allowed. 
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The Examiner cannot choose a core from a ball having completely 
different properties and substitute it into another ball solely for the 
purpose of reconstructing Appellant's invention. 

In the Response to Arguments, the Examiner states that 35 
U.S.C. § 103 only requires motivation, not anticipation. Appellant 
agrees, but as previously stated, the Examiner has failed to provide even 
the motivation. 

Additionally, as stated by the Examiner, Melvin discloses a cover 
layer where the inner cover is harder than the outer cover layer. 
Applicant respectfully submits that Melvin does not disclose the ranges 
as claimed by applicants in part (i) of claims 1, 14 and 20, nor does 
Melvin disclose the cover combinations disclosed in parts (ii), (iii) or (iv) 
of claims 1 and 14, or part (ii) of claim 20. 

Claims 2, 3, 5 to 9, 11 to 13, 15, 16 and 19 depend, or ultimately 
depend, from claims 1 and 14, which Appellant submits are not obvious 
over Melvin et al. in view of Yamagishi et al. for the reasons just 
discussed, therefore, claims 2, 3, 5 to 9, 11 to 13, 15, 16 and 19 are also 
not obvious over Melvin et al. in view of Yamagishi et al. 

The Examiner's cited references neither teach nor suggest the 
golf ball of claims 1 to 3, 5 to 9, 11 to 16, 19 and 20. 

2. The Examiner's rejection of claims 4 and 17 as obvious under 35 

U.S.C. § 103(a) over Melvin et al. (5,779,562) in view of Yamagishi et al. 

(5,688,595) and further in view of Farrally et al* (Science and Golf III) is 

erroneous and must be reversed* 

The Examiner has rejected claims 4 and 17 as being unpatentable under 

35 U.S.C. § 103(a) over Melvin et al. (5,779,562) in view of Yamagishi et al. 

(5,688,595) and further in view of Farrally et al (Science and Golf HI). The 

basis for the Examiner's rejection is as follows: 

Claims 4 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Melvin et al. (USPN 5779562) in view of Yamagishi 
et al. (USPN 5688595) further in view of Farrally et al. (Science and 
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Golf m). 

Melvin ct al. does not disclose the outer core layer having two or 
more layers. Farrally et al. discloses that having a core more than two 
layers is advantageous for controlling the weight distribution of the golf 
ball (See Page 41 1). One having ordinary skill in the art at the time the 
invention was made would have found it obvious to incorporate a core 
layer with two or more layers in order to optimize the weight distribution 
and specific gravity of the golf ball. Farrally et al. has been substituted 
in place of the OFFICIAL NOTICE made in the previous office action 
and, therefore, does not constitute new an. 

(See Office Action of March 10, 2004 p. 4.) 

A. The Examiner's Cited References 

U.S. Patent No. 5,779,562 to Melvin et al. discloses a multi- 
core, multi-layer cover golf ball wherein the specific gravity of the inner 
core and the core layer are different by at least 0.1. Melvin et al. 
discloses that the moment of inertia of the ball can be controlled by 
changing the specific gravities of the inner core and core layer, 
depending on the desired moment of inertia. Melvin et al. does not 
disclose the hardness of the inner core, but Melvin et al. discloses chat 
the outer cover layer is less than 55 Shore D and is also less than the 
inner core, and that the outer core has a Shore C of less than 80. 

U.S. Patent No. 5,688,595 to Yamagishi et al. discloses a golf 
ball having a soft inner core, a hard core layer, and a soft cover wherein 

4 

the inner cover layer is softer than the outer cover layer. The layers of 
Yamagishi' s ball have specific properties to provide a specific feel and 
result. 

Farrally et al. discusses golf balls that have double cores. 

B. The Subject Matter of Claims 4 and 17 is Patentablv 
Distinguishable Over the Cited Art 

Claims 4 and 17 are not obvious over Melvin et al. in view of 
Yamagishi et al. and further in view of Farrally et al. 
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Appellant respectfully disagrees with the Examiner and submits 
that the Examiner has not made out a prima facie case of obviousness. 
As discussed above, Appellant respectfully submits that Melvin et al., 
either alone or in combination with Yamagishi et al. does not disclose 
Appellant's invention. The addition of Family et al. also does not 
disclose Appellant's invention. Additionally, Appellant respectfully 
submits that Farrally .et al. (on page 411) discloses that double cores, not 
a core with two or more layers, are advantageous. Contrary to the 
assertions of the Examiner, the reference does not comment on the 
. advantage or disadvantage of having a core with two or more layers. 
The reference merely states that 'Kasco now has a triple core named 
"Rockets***, but it makes no comment on the advantage or disadvantage 
of such a core. Farrally et al. provides no motivation, suggestion or 
teaching for a core with a center and two or more layers. 

Claims 4 and 17 depend, or ultimately depend, from claims 1 and 
14, which Appellant submits are not obvious over Melvin et al. in view 
of Yamagishi et al. and further in view of Farrally et al. for the reasons 
discussed above, therefore, claims 4 and 17 are also not obvious over 
Melvin et al. in view of Yamagishi et al. and further in view of Farrally 
etal. . 

The Examiner's cited references neither teach nor suggest the 
golf ball of claims 4 and 17. 

In view of the above, Appellant respectfully submits that claims 1 
to 9, 1 1 to 17, 19 and 20 are not obvious over the cited references. 
Accordingly, it is respectfully requested that the Examiner's rejection of 
claims 1 to 9, 11 to 17, 19 and 20 be reversed. 
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Respectfully submitted, 



R. DENNIS NESBITT 



Customer No. 24492 
Phone: (413) 322-2937 



Date: , 2004 




Michelle Bugbee, Reg. No. %2),370 
The Top-Flite Golf Company 

A wholly-owned subsidiary of Callaway Golf Company 

Attorney for Appellant 
425 Meadow Street 
P.O. Box 901 

Chicopee, MA 01021-0901 
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Vin. CLAIMS APPENDIX (37 C.RR. § 41. 37(c) (l)(vm)) 
The claims standing on appeal are: 

1. A golf ball comprising: 

a multi-layer core comprising a center component and a core layer 
disposed about said center component, wherein said center component of said multi- 
layer core is softer relative to said core layer; 

wherein said center component comprises a thermoset material and said 
core layer comprises a thermoset material; and, 

a cover layer disposed about said multi-layer core; 

wherein said cover layer includes one of (i) a multi-layer cover 
comprising an inner cover layer having a Shore D hardness of 65 or greater and an 
outer cover layer having a Shore D hardness of 65 or less, said inner cover layer being 
harder than said outer cover layer, (ii) a multi-layer cover comprising an inner cover 
layer having a Shore D hardness of 65 or less and an outer cover layer of 65 or greater, 
wherein said inner cover layer is softer than said outer cover layer, (iii) a single non- 
ionomeric outer cover layer having a Shore D hardness of from about 40 to 80, and (iv) 
a single ionomeric outer cover layer having a Shore D hardness of at least 56. 

2. The golf ball of claim 1 wherein the outer cover layer is selected from multi- 
layer cover (i) or multi-layer cover (ii). 

3. The golf ball of claim 1 wherein said thermoset material comprises a material 
selected from the group consisting of (i) a diene-containing polymer, (ii) a metallocene 
catalyzed polyoletin that is cross-linked, (iii) a polyutethane, (iv) a silicone, (v) a 
polyamide, (vi) a polyurea, and (vii) combinations thereof. 

4. The golf ball of claim 1 wherein said core layer comprises more than one 

layer. 
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5. The golf ball of claim 1 wherein said center component thermoset material 
comprises a polybutadiene rubber. 

6. The golf ball of claim 5 wherein said thermoset polybutadiene rubber further 
comprises zinc diacrylate (ZD A). 

7. The golf ball of claim 1 wherein said core layer thermoset material comprises 
polybutadiene rubber. 

8. The golf ball of claim 7 wherein said polybutadiene rubber further comprises 
zinc diacrylate (ZDA). 

9. The golf ball of claim 1 wherein said center component of said multi-layer 
core has an outer diameter of from about 1.340 inches to about 1.400 inches, and said 
core layer of said multi-layer core has an thickness of from about 0.020 to about 0.100 
inches. 

1 1 . The golf ball of claim 1 wherein said core layer has a Shore D hardness of 
at least 60. 

12. The golf ball according to claim 1 wherein each layer in the multi-layer 
cover (i) and multi-layer cover (ii) is independently formed from a thermoplastic resin, 
a thermoset resin, or a blend thereof. 

13. The golf ball according to claim 2 wherein the multi-layer cover (i) or multi- 
layer cover (ii) comprises at least one ionomeric material. 
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14. A golf ball comprising: 

a multi-lay ex core comprising a center component and a core layer 
disposed about said center component; 

wherein said center component comprises a polybntadiene thermoset 
material and said core layer comprises a pblybutadiene thermoset material, wherein said 
center component of said mulri-layer core is softer relative to said core layer; and, 

a cover layer disposed about said multi-layer core; 

wherein said cover layer includes one of (i) a multi-layer cover 
comprising an inner cover layer having a Shore D hardness of 65 or greater and an 
outer cover layer having a Shore D hardness of 65 or less, said inner cover layer being 
harder than said outer cover layer, (ii) a multi-layer cover comprising an inner cover 
layer having a Shore T> hardness of 65 or less and an outer cover layer of 65 or greater, 
wherein said inner cover layer is softer than said outer cover layer, and (iii) a single 
non-ionomeric outer cover layer having a Shore D hardness of from about 40 to 80, and 
(iv) a single ionomeric outer cover layer having a Shore D hardness of at least 56. 

15. The golf ball according to claim 14 wherein the cover layer is selected from 
multi-layer cover (i) or multi-layer cover (ii). 

16. The golf ball of claim 14 wherein said thermoset material further comprises 
zinc diacrylate (ZD A). 

17. The golf ball of claim 14 wherein said core layer comprises more than one 

layer. 

19. The golf ball of claim 1 1 wherein said core layer has a Shore D hardness of 
at least 60. 
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20. A golf ball comprising: 

a multi-layer core comprising a center component and a core layer 
disposed about said center component, wherein said core layer has a Shore D hardness 
of at least 60; 

wherein said center component comprises a polybutadiene/ZDA 
thennoset material and said core layer comprises a polybutadiene/ZDA thermoset 
material; and, 

a multi-layer, ionomeric cover layer disposed about said dual core; 

wherein said cover layer includes one of (i) a multi-layer cover 
comprising an inner cover layer having a Shore D hardness of 65 or greater and an 
outer cover layer having a Shore D hardness of 65 or less, said inner coyer layer being 
harder than said outer cover layer, and (ii) a multi-layer cover comprising an inner 
cover layer having a Shore D hardness of 65 or less and an outer cover layer of 65 or 
greater, wherein said inner cover layer is softer than said outer cover layer. 
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